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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-16,18,19,21 and 23-34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tng et al. (Tung), U.S. Patent No. 5,859,979. 

Regarding claim 1 , Tung discloses a method for establishing communication 
between a first wireless terminal and a second wireless terminal, wherein the first 
wireless terminal may have at least one functional capability that the second wireless 
terminal may not have, the method comprising: receiving a signal from the first wireless 
terminal to establish a communication between the first wireless terminal and the 
second wireless terminal, wherein the communication includes use of the at least one 
functional capability that the second wireless terminal may not have; determining 
whether the second wireless terminal has the at least one functional capability; and 
establishing the communication between the first wireless terminal and the second 
wireless terminal including use of the at least one functional capability, when it is 
determined that the second wireless terminal has the at least one functional capability 
(col. 1 .line 54 to col. 2, line 9). 
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Regarding claim 2, Tung discloses the method of claim 1 further comprising 
establishing the communication between the first wireless terminal and the second 
wireless terminal without the use of the at least one functional capability, when it is 
determined that the second wireless terminal does not have the at least one functional 
capability (col.1 ,line 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 3, Tung discloses the method of claim 2, wherein the at least 
one functional capability includes at least one of video call capability and multimedia 
capability(col.1 ,line 54 to col. 2, line 9 and col. 3, line 66 to col.4,line 25). 

Regarding claim 4, Tung discloses the method of claim 2 further comprising: 
downgrading the communication between the first wireless terminal and the second 
wireless terminal to voice communication when it is determined that the second wireless 
terminal does not have the at least one functional capability(col.1 ,line 54 to col. 2, line 9 
and col.3,line 66 to col.4,line 25). 

Regarding claim 5, Tung discloses the method of claim 4 further comprising: 
downgrading the communication by splitting the communication into two streams 
(col. 1, line 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 6, Tung discloses the method of claim 5, wherein the two 
streams comprise a voice only stream between the first wireless terminal and the 
second wireless terminal and a video stream between the first wireless terminal and a 
video server (col.1 Jine 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 
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Regarding claim 7, Tung discloses the method of claim 5, further comprising 
forwarding the signal to a video gateway and setting up a video stream between the first 
wireless terminal and a video server(col.1,line 54 to col. 2, line 9 and col. 3, line 66 to 
col.4,line 25). 

Regarding claim 8, Tung discloses a system for establishing communication 
between a first wireless terminal and a second wireless terminal, wherein the first 
wireless terminal may have at least one functional capability that the second wireless 
terminal may not have, the system comprising: means for receiving a signal from the 
first wireless terminal to establish a communication between the first wireless terminal 
and the second wireless terminal, wherein the communication includes use of the at 
least one functional capability that the second wireless terminal may not have; means 
for determining whether the second wireless terminal has the at least one functional 
capability; and means for establishing the communication between the first wireless 
terminal and the second wireless terminal including use of the at least one functional 
capability, when it is determined that the second wireless terminal has the at least one 
functional capability (col. 1 .lines 54 to col. 2,lne 9). 

Regarding claim 9, Tung discloses the system of claim 8, wherein the means for 
establishing communication between the first wireless terminal and the second wireless 
terminal establishes a communication between the first wireless terminal and the 
second wireless terminal without the use of the at least one functional capability, when it 
is determined that the second wireless terminal does not have the at least one 
functional capability (col.1,line 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 
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Regarding claim 10, Tung discloses the system of claim 9, wherein the at least 
one functional capability includes at least one of video call capability and multimedia 
capability(col.1 ,line 54 to col. 2,line 9 and col. 3, line 66 to col.4,line 25). 

Regarding claim 1 1 , Tung discloses the system of claim 9 further comprising: 
means for downgrading the communication between the first wireless terminal and the 
second wireless terminal to voice communication when it is determined that the second 
wireless terminal does not have the at least one functional capability(col.1 ,line 54 to col. 
2,line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 12, Tung discloses the system of claim 1 1 , wherein the means 
for downgrading the communication downgrades the communication by splitting the 
communication into two streams(col.1,line 54 to col. 2, line 9 and col.3,line 66 to 
col.4,line 25). 

Regarding claim 13, Tung discloses the system of claim 12, wherein the two 
streams comprise a voice only stream between the first wireless terminal and the 
second wireless terminal and a video stream between the first wireless terminal and a 
video server(col.1 ,line 54 to col. 2,line 9 and col. 3, line 66 to col.4,line 25). 

Regarding claim 14, Tung discloses the system of claim 12 further comprising: 
means for forwarding the signal to a video gateway; and means for setting up a video 
session between the first wireless terminal and a video server(col.1 ,line 54 to col. 2, line 
9 and col.3,line 66 to col.4,line 25). 
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Regarding claim 15, Tung discloses a method for establishing communication 
between a first wireless terminal and a second wireless terminal, the method 
comprising: receiving a call signal from the first wireless terminal to establish a video 
session between the first wireless terminal and the second wireless terminal; querying a 
database to determine whether the second wireless terminal has video capability; if the 
second wireless terminal does not have video capability, then forwarding the call signal 
to a video gateway; setting up a video session between the first wireless terminal and a 
video server; and setting up a non-video session between the first wireless terminal and 
the second wireless terminal (col. 1,line 54 to col.2,lnes 9). 

Regarding claim 16, Tung discloses the method of claim 15 further comprising 
the video server playing a video announcement for the first wireless terminal informing 
the first wireless terminal of a lack of the video capability in the second wireless terminal 
(col. 1 , line 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 18, Tung discloses a system for establishing communication 
between a first wireless terminal and a second wireless terminal, the system 
comprising: means for receiving a call signal from the first wireless terminal to establish 
a video session between the first wireless terminal and the second wireless terminal; 
means for querying a database to determine whether the second wireless terminal has 
video capability; means for setting up a video session between the first wireless terminal 
and a video server; and means for setting up a non-video session between the first 
wireless terminal and the second wireless terminal(col.1,line 54 to col. 2, line 9 and 
col.3,line 66 to col.4,line 25). 
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Regarding claim 19, Tung discloses the system of claim 18 further comprising 
means for playing a video announcement for the first wireless terminal informing the first 
wireless terminal of a lack of the video capability in the second wireless terminal 
(col. 1 .line 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 21, Tung discloses a system for establishing communication 
between a first wireless terminal and a second wireless terminal, the system 
comprising: at least one mobile switching center for receiving a call signal from the first 
wireless terminal to establish at least one video session between the first wireless 
terminal and the second wireless terminal; at least one call processing module for 
querying at least one of a home location register and a visitor location register to 
determine whether the second wireless terminal has a video capability, for setting up at 
least one video session between the first wireless terminal and a video server, and for 
setting up at least one non-video session between the first wireless terminal and the 
second wireless terminal (col. 1, line 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 23, Tung discloses the system of claim 21 , wherein the at least 
one call processing, module is resident in a video gateway (col. 1 , line 54 to col. 2,line 9 
and col.3,line 66 to col.4,line 25). 

Regarding claim 24, Tung disclose the method for establishing communications 
between terminals in a wireless system, the method comprising: receiving a signal to 
establish a call between a call originating terminal and a call receiving terminal; and 
establishing, as a function of call processing functionality available to the call receiving 
terminal, the call between the call originating terminal and the call receiving terminal. 
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Regarding claim 25, Tung discloses the method of claim 24, wherein establishing 
the communication between the call originating terminal and the call receiving terminal 
further comprises establishing the call without the use of at least one call processing 
capability, when it is determined that the call receiving terminal does not have the at 
least one call processing capability(col.1,line 54 to col. 2,line 9 and col.3,line 66 to 
col.4,line 25). 

Regarding claim 26, Tung discloses the method of claim 24, wherein establishing 
the communication between the call originating terminal and the call receiving terminal 
further comprises establishing the call without the use of at least one call processing 
capability, when it is determined that the call initially requires a call processing capability 
not available to the call receiving terminal (col.1 .line 54 to col. 2,line 9 and col.3,line 66 
to col.4,line 25). 

Regarding claim 27, Tung discloses the method of claim 24, wherein establishing 
the communication between the call originating terminal and the call receiving terminal 
further comprises establishing the call without the use of video call capability, when the 
call originating terminal has video call capability, but the call receiving terminal does not 
have video call capability (col.1 .line 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 28, Tung discloses the method of claim 25, wherein the at least 
one call processing capability includes at least one of video call capability and 
multimedia capability(col.1,line 54 to col. 2,line 9 and col. 3, line 66 to col.4,line 25). 

Regarding claim 29, Tung discloses the method of claim 25 further comprising: 
downgrading the communication between the call originating terminal and the call 
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receiving terminal to voice communication when it is determined that the call receiving 
terminal does not have the at least one call processing capability(col.1 .line 54 to col. 
2, line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 30, Tung discloses the method of claim 29 further comprising: 
downgrading the communication by splitting the communication into two streams. 

Regarding claim 31 , Tung discloses the method of claim 30, wherein the two 
streams comprise a voice only stream between the call originating terminal and the call 
receiving terminal and a video stream between the call originating terminal and a video 
server (col. 1 .line 54 to col. 2,line 9 and col.3,line 66 to col.4,line 25). 

Regarding claim 32, Tung discloses the method of claim 30, further comprising 
forwarding the signal to a video gateway and setting up a video stream between the call 
originating terminal and a video server (col. 1 .line 54 to col. 2, line 9 and col.3,line 66 to 
col.4,line 25). 

.Regarding claim 33, Tung discloses in a wireless system having a plurality of 
terminals for processing calls, wherein any differences in call processing functionality 
between the terminals may not be known to associated users when initiating calls, a 
method for connecting calls between terminals comprising: establishing a new call 
between an originating terminal and a terminating terminal, the new call reflecting call 
processing functionality available to the originating terminal regardless of call 
processing functionality available to the terminating terminal and invoked when placing 
the new call, such that any adjustments required to establish the new call are made if 
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the new call requires specific call processing functionality not available to the 
terminating terminal (col. 1, line 54 to col. 2, line 9 and col. 3, line 66 to col.4,line 25). 

Regarding claim 34, Tung discloses in a wireless system having a plurality of 
terminals for processing calls, wherein any differences in call processing functionality 
between the terminals may not be known to associated users when initiating calls, a 
method for connecting calls between terminals comprising: an originating terminal 
initiating a new call for a terminating terminal, the new call reflecting call processing 
functionality available to the originating terminal regardless of call processing 
functionality available to the terminating terminal and invoked when placing the new call; 
the terminating terminal making adjustments required to establish the new call if the 
new call requires specific call processing functionality not available to the terminating 
terminal (col.1 Jine 54 to col. 2, line 9 and col. 3, line 66 to col.4,line 25). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 17,20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tung, in view of Gustafsson, U.S. Patent No. 6351 ,647. 

Regarding claims 17,20 and 22, Tung discloses the method of claims 15,18 and 
21 , respectively, but fails to disclose wherein the database is at least one of a home 
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location register and a visitor location register and wherein the at least one call 
processing module is resident in the at least one mobile switching center. 

In a similar field of endeavor, Gustafsson discloses wherein the database is at 
least one of a home location register and a visitor location register and wherein the at 
least one call processing module is resident in the at least one mobile switching center, 
(col. 2,lines 65 to col. 3,line 19). 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify Tung include the HLR and VLR for the purpose of allowing information 
to be held in the wireless part of the network. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Corjens et al. U.S. Patent No. 5526037 discloses a method for remotely 
controlling a peripheral device in a videoconferencing system. 

Dimolitsas et al. U.S. Patent No. 5488653 discloses a facsimile interface unit with 
enhanced capabilities negotiation. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joy K Contee whose telephone number is 
571.272.7906. The examiner can normally be reached on M (alternating), T & Th, 5:30 
a.m. to 2:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on 571.272.7905. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



872-9306. 
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